Code: AP.PRE.REQ 



PTO/SB/33 (07-05) 
Approved for use through xx/xx/200x. OMB 0651-OOxx 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
nder the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number (Optional) 

HC5303- 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service with sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450" [37 CFR 1.8(a)] 



on 



h Oo^eynbf r 3QCS 



Signature "K^CL QAJJTMftl m (1<C^ 



Typed or printed 
name 



Application Number 



Filed 



First Named Inventor 



Art Unit 

3<o\\ 



Examiner 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 




I am the 

| j applicant/inventor. 

I I assignee of record of the entire interest. 4 ^ C A 

1 1 See 37 CFR 3.71 . Statement under 37 CFR 3.73(b) is enclosed. dTu M , O peed 

(Form PTO/SB/96) "-'Typed or printed name 

I W] attorney or agent of record. , X fl ^c>^vps 

Registration number 9q ~l 32- . ( _SO\ ) oMl Z «*oQO 

Telephone number 

| | attorney or agent acting under 37 CFR 1 .34. 1 1 /l ^ j ^Z3Q5? 



Registration number if acting under 37 CFR 1.34 » Date 



NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. 
Submit multiple forms if more than one signature is required, see below*. 







*Total of \ forms are submitted 



This collection of information is required by 35 U.S.C. 132. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 



NOV 1 7 70(fi 



PATENT 

Atty. Dkt. No. MC5302 



^^aB^REMARKS SUBMITTED IN SUPPORT OF PRE-APPEAL BRIEF REQUEST FOR 

REVIEW 

Claims 15-20 and 22-25 stand rejected. Reconsideration of the rejected claims 
in a pre-appeal brief review is requested for reasons presented below. 

Claims 15-20 and 22-24 stand rejected under 35 USC § 103(a) as unpatentable 
over Paley (U.S. Patent Number 4,640,019) in view of Nelson (U.S. Patent Number 
4,466,637). The Examiner acknowledges that Paley does not disclose a motor or drive 
shaft that is installable at certain locations after making the cuts. The Examiner then 
states that Nelson discloses a motor 24 which could be configured to be installable at 
certain locations after making the cuts. The Examiner then concludes that it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
include this component, as shown in Nelson, as part of a particular retrofit "kit" for this 
particular type of application. 

Applicant respectfully traverses the rejection to claims 15-20 and 22-24. 
According to case law, when applying 35 USC § 103(a), the following patent law rules 
must be adhered to: (a) the claimed invention must be considered as a whole, (b) the 
references must be considered as a whole and must suggest the desirability and thus 
the obviousness of making the combination, (c) the references must be viewed without 
the benefit of impermissible hindsight vision afforded by the claimed invention, and (d) 
reasonable expectation of success is the standard with which obviousness is 
determined. See Hodosh v. Block Drug Co., Inc., 786 F.2d 1136, 1143 n.5, 229 
U.S.P.Q. 182, 187 n. 5 (Fed. Cir. 1986). 

Applicant respectfully submits that the Examiner has failed to indicate some 
suggestion or motivation present within either of Paley or Nelson to install the drive or 
the drive shaft at the third and fourth locations after making the cuts. Paley deals with 
installing door strikes, while Nelson deals with installing a power drive mechanism for 
trailer landing gear. Paley does not mention or suggest installing a drive or drive shaft 
at any location after making the cuts; rather, a door bell is installed after making the 
cuts. Nelson does not mention or suggest utilizing any sort of template for making the 
cuts, and as the Examiner acknowledges, the power drive mechanism of Nelson would 
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have to be modified to be installable at certain locations after making the cuts. 
Therefore, one of ordinary skill in the art would have no reason to combine these two 
totally unrelated references in non-analogous arts in any way, much less to combine 
these two references to install the drive or drive shaft at or between the third and fourth 
locations. Additionally, one of ordinary skill in the art would have no motivation or 
reason to combine the two totally unrelated references to install the power drive 
mechanism at locations on a template and further modify that power drive mechanism 
to make it installable at the mentioned locations. Therefore, reliance on impermissible 
hindsight is required to combine Paley and Nelson to arrive at the claimed invention. 

According to case law, the mere fact that references can be modified does not 
render the combination obvious unless the prior art also suggests the desirability of the 
combination. See In re Mills, 916 F.2d 680 (Fed. Cir. 1990). Therefore, Applicant 
respectfully submits that the Examiner's assertion that the motor 24 of Nelson could be 
configured to be installable at certain locations after making the cuts is insufficient to 
support a prima facie case of obviousness. 

Furthermore, according to case law, "[i]n order to rely on a reference as a basis 
for rejection of an applicant's invention, the reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the inventor was concerned." See In re Oetiker, 977 F.2d 1443, 1446 (Fed. 
Cir. 1992). Obviously, the Paley reference (door strike installation) is not in the field of 
applicant's endeavor. Moreover, Applicant respectfully submits that the Examiner fails 
to show why one in the field of installing a drive would be concerned with the art of door 
strikes. 

Furthermore, regarding claims 22-23, Applicant respectfully submits that Paley, 
alone or in combination with Nelson, does not teach a drive installable at the cuts and a 
tool for drilling the hole or making the cut, as recited in these claims. The drive and the 
tool are two separate elements in the claims, and Applicant submits that the Examiner 
has not shown that either Paley or Nelson (alone or in combination) teaches, shows, or 
suggests both of these elements. Accordingly, Applicant respectfully requests 
allowance of these claims. 
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The Examiner states that "it is inherent to use a drive/tool to make holes, cuts, 
etc. in a material, and various types of templates to ensure precision. Therefore, to 
belabor the 'novelty' of this particular subject matter appears groundless." Applicant 
respectfully traverses this statement. In following the patent law rules stated above 
relating to 35 USC § 103(a), Applicant submits that the Examiner must consider the 
claimed invention as a whole. The novelty of one particular element recited in the 
claims (here, the tool) is immaterial; rather, it is the novelty of the claimed combination 
which is at issue. Thus, the entire claim, including the drive and the tool for making the 
cut or for drilling the hole must be considered, as well as the template and indicators, in 
determining the allowability of claims 22-23. As mentioned above, Applicant 
respectfully submits that the Examiner is using Paley to designate the "drive" recited in 
claims 22-23 but fails to use any element of Paley or Nelson to designate the "tool" 
recited in claims 22-23. Applicant therefore transverses the rejection to claims 22-23 on 
the grounds that claims 22-23 have not been considered as a whole , as required. 

Claim 25 stands rejected under 35 USC § 103(a) due to Paley. Regarding claim 
25, Applicant respectfully submits that Paley does not teach, show, or suggest a 
template comprising third and fourth indicators on a sheet, wherein said third and fourth 
indicators comprise lines on said sheet which are substantially parallel to one another, 
as recited in claim 25. Rather, the component of Paley which the Examiner utilizes as 
the third indicator is a vertical crosshair scored area 18, while the component of Paley 
which the Examiner utilizes as the fourth indicator is a horizontal crosshair scored area 
20. See Paley at Figures 1-3 and 5 and at col. 3 Ins. 36-41 . The vertical and horizontal 
scored areas 18, 20 are not substantially parallel to one another. 

Furthermore, Applicant submits that the Examiner has failed to indicate some 
suggestion for altering the location of the indicators of Paley. As stated above, the case 
law relating to 35 USC § 103(a) requires that the reference(s) utilized for the 
obviousness rejection must be considered as a whole and must suggest the desirability 
and thus the obviousness of making the combination and that the reference(s) must be 
viewed without the benefit of impermissible hindsight vision afforded by the claimed 
invention. Paley, as mentioned above, discloses a template for installation of electric 
door strikes. The nature of an electric door strike necessitates the positioning of the 
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indicators as disclosed in Paley. There is no teaching or suggestion in Paley and no 
motivation or recitation of desirability for altering the location of the indicators on the 
template to allow installation of a totally unrelated mechanism such as a drive. 
Likewise, the Examiner, although seemingly rejecting claim 25 based on Paley in view 
of Nelson in the Advisory Action mailed on November 3, 2005, indicates no teaching, 
suggestion, motivation, or recitation of desirability within Nelson for altering the location 
of the indicators of the template for installing the door strike. Thus, the Examiner relies 
on impermissible hindsight vision afforded by Applicant's claimed invention and 
specification and fails to provide some suggestion of the desirability of changing the 
location of the indicators of the template of Paley. 

The Examiner indicates that "it would have been obvious to one with ordinary 
skill in the art at the time the invention was made to include punched holes and lines, as 
another means to indicate locations for these particular types of cuts/modifications to 
material, thus increasing applicability." In this reasoning, Applicant submits that the 
Examiner is engaging in impermissible hindsight based on Applicant's specification. 
The broad assertion that "increasing applicability" is the reason for obviousness of a 
claim due to a reference could potentially render all possible claims of any application 
obvious, as an Applicant would always desire to "increase applicability" of his/her 
invention if he or she could see into the future at the time of filing of a patent application. 

Further, as stated above, the mere fact that references can be modified does not 
render the combination obvious unless the prior art also suggests the desirability of the 
combination. See In re Mills, 916 F.2d 680 (Fed. Cir. 1990). Case law provides that 
"the mere fact that a worker in the art could rearrange the parts of the reference device 
to meet the terms of the claims... is not by itself sufficient to support a finding of 
obviousness. The prior art must provide a motivation or reason for the worker in the art, 
without the benefit of [applicant's] specification, to make the necessary changes in the 
reference device." See Ex parte Chicago Rawhide Mfg. Co., 223 U.S.P.Q. 351, 353 
(Bd. Pat. App. & Inter. 1984). Applicant submits that the Examiner has not stated any 
suggestion in the prior art of the desirability of the modification of the template of Paley 
to result in the template recited in claim 25; thus, Applicant submits that the Examiner 
has not set forth a prima facie case of obviousness. 

Page 4 



PATENT 

Atty. Dkt No. MC5302 

Additionally, as discussed above, Applicant respectfully submits that the door 
strike art of Paley is non-analogous to the art of installing a drive after making the cuts; 
therefore, Paley is unavailable as a reference in this respect. In In re Oetiker, 977 F.2d 
1443 (Fed. Cir. 1992), the court held that the reference was not within the field of 
applicant's endeavor, and was not reasonably pertinent to the particular problem with 
which the inventor was concerned, because it had not been shown that a person of 
ordinary skill, seeking to solve the problem of fastening a hose clamp, would reasonably 
be expected or motivated to look to fasteners for garments. Here, similarly, Applicant 
submits that the Examiner has failed to show that one seeking to install a drive of trailer 
landing gear based on indicators of a template, would reasonably be expected or 
motivated look to the door strike area of prior art. 

For at least the above reasons, Applicant respectfully submits that Paley does 
not teach, show, or suggest a kit, comprising a drive, said drive comprising a motor; and 
a first drive shaft operably connected to said motor, said first drive shaft having first and 
second end portions; and a template, said template comprising a sheet; a first indicator 
on said sheet identifying a first location for drilling a hole; a second indicator on said 
sheet identifying a second location for drilling a hole; a third indicator on said sheet 
identifying a third location for making a cut; and a fourth indicator on said sheet 
identifying a fourth location for making a cut, wherein said third and fourth indicators 
comprise lines on said sheet which are substantially parallel to one another, as recited 
in claim 25. Accordingly, Applicant respectfully requests allowance of claim 25. 

In conclusion, the references cited by the Examiner, alone or in combination, do 
not teach, show, or suggest the invention as claimed. Therefore, Applicant respectfully 
submits that the claims are in condition for allowance and respectfully requests 
allowance of the claims. 
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